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Registrant,Ennis Inc. (“Registrant”) by and through its undersignedunsel and
pursuant to Ruld3(a)1) of the Federal Rles of Civil Procedureherebyfiles this Motionto
DismissApplicant’s Petition to Cancel and would show the Board as follows:

l. PETITIONER FAILED TO PROPERLY FILE THE CANCELLATION

1. A defense attacking validity of a registratia compulsory courrclaim if
grounds forthe counterclaim exist when the answer is file®@7 C.F.R. 8§ 2.114b)(2)(i).
Specifically, the Trademark Rules state thlatgiounds for a counterclaim are known to
respondent when the answer to the petition is filed¢cdlaterchim shall be pleadedwith or as
part of theanswer.” Id.

2. Petitioner filed its Notice of Opposition against ApplicantarnaboutFebruary
15, 2012(the “Opposition”). SegDoc. #1] ApplicantJoel L. Beling d/b/a Supa Characters Pty
Ltd (“Applicant”) filed his Answer to the Opposition on March 4, 201&ee[Doc. #4].
Applicant’'s Answer to did not attack the validity of Registrant’s registratiomdhta the mark
COLORWORX.

3. Applicant filed his Petition to Canc®egistrant’'s mark COLORWORX” with
design elemenf{U.S. Reg. No. 3,372,884) (the “MarkWith the United States Patent and
Trademark Office Trademark Trial and Appeal Board (“BrAand “Board) on or about March
23, 2012(the “Cancellation”) See[Doc. #1 of the Cancellation]At that point, no discovery
had taken place in the Opposition so the grounds upon which Applicant filed his Petition to
Cancel were known to Petitioner when he filed his Answer to the Opposition on March 4, 2012.
Petitioner’s Petition to Cancel also failamreference th®©pposition SeeTrademark Trial and

Appeal Board Manual of Procedure 313.0Retitioner'sSecond Amende®etition to Cancel
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[Doc. #18] must fail as a matter of law because his claim for cancellation was compulsory and
should have been brought as a counterclaim in the Opposition. 37 C.F.R. §2(2)(3.

4. Alternatively, assuming the grounds for his Petition to Cancel wesglicably
discovered onlwfter he filed his Answer in the Opposition, Petitioner’s Petition to Cdaitet!
to reference the @position as required by the Rule 313.01 of the Trademark Trial and Appeal
Board Manual of Procedure. Further, a Petitiomdio fails to timely plead a compulsory
counterclaim cannot file a separd®etition to Gncel to avoid thesffecs of an untimely
counterclaim. Pyttronic Industries Inc. v. Terk Technologies Cpf USPQ2d 2055, 2056 n.2
(TTAB 1990).

. THE CANCELLATION SHOULD BE DISMISSED
PURSUANT TO RULE 12(b)(6)

5. In order to withstand a 12(b)(6) Motion to Dismiss faildre to state a claim
upon which relief can be granteBetitioner'scomplaint mustallege such facts as would, if
proved, establish that thetitioneris entitled to the relief soughtSee Lipton Industries, Inc. v.
Ralston Purina Cq.670 F.2d 1024, 213 USPQ 185, 1&CPA 1982). In other words, the
burden rests with Petitioner to establish thath@has standing to maintain the proceeding, and
(2) a valid ground exists for cancellation of the registratidny. TTAB Rules 309.03(a)(2).
Petitioners complaintshould include enough detail to giRegistranfair notice of the basis for
each claim. Bell Atlantic Corp. v. Twombly550 U.S. 554, 570 (2007); TTAB Rules
309.03(a)(2Elements of a Complaitin General.

6. A complaint, however, does not suffice if it does nothing more than tender “naked
assertions devoid of further factual enhancemeXxdhcroft v.lgbal, 556 U.S. 556 (2009).A
pleading thatmerelyoffers “labels and conclusions” or “a formulaic recitation of the elements of

a cause of aath will not do.” Twombly 550 U.S.at 555. Nor does a complaint suffice if it
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tenders “naked assertion[s]’ devoid of “further factual enhanceméhtdt 557. Under Federal
Rule of Civil Procedure 8(a)(2), a pleading demands more than an unadohestdkféndant
unlawfully-harmedme accusation.’ld. at 555.

7. In all respects ofhis Petition to Cancel, Petitiondnas fatally omitted any
plausible facts with respect ®egistrans Mark in its entirety, thereby precluding any legally
sufficient groundsfor cancellation of the COLORWORX registration. Therefore, the
Cancellation should be dismissed in its entirety.

A. Petitioner’s Petition to Cancel Should be Dismissed with Regard to Coust-1Il

Because the Petition Fails to Plead Plausible Facts Attackirignnis’ Mark as a
Whole

8. Despitethe Boards continueddirectivesto Petitioner to amendis Petition to
Cancel so as to address the requirements of the Trademark Act 8§ 7, 15 U.S.C. § 1057 and focus
on Registrant’'sMark in its entirety, the claims in Petitier's Second Amended Petition to
Cancel “all suffer from the same deficiency” as its first attempted PetitionniceCaPetitioner’s
claims, again, fail to contain wegblead facts necessary to establsitioner’s failed argument
that “Ennis’ mark, as a wholés generic, merely descriptive, and incapable of functioning as a
trademark as applied tdRegistrans goods andervices as is required once a mark has attained
a valid registrationSeeTrademark Act 8 7, 15 U.S.C. § 1057(lajpd TTAB Consoldated
Order, pg. 5, dated July 13, 2012 (hereinafter “Consolidated OrdBd&jher than address the
Mark in its entirety(the term COLORWORXand the design elementPetitioner ignoreshe
Board’srequests and recommendations by electing tosfgolely m the term “COLORWORX
alone. Consequently, Petitioner’s claims fail in every respect tothregleading requirement

addresmg the Mark in its entirety. Petitioner’'s Mark may not be cancelled on such grounds.
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9. Petitions to contest a previously regigtd mark, likekhe COLORWORXMark of
Registrantare subject to the restrictions imposed by 15 U.S.C. § 1057(b) of the Trademark Act.
Section 1057(b) plainly provides:

A certificate of registration of a mark upon the principal registered by tlister

shall be prima facie evidence of the validity of the registered mark and of the

registration of the mark, of the owner’s ownership of the mark, and of the swner’

exclusive right to use the registered mark in commerce on or in connection with

the goods or services specified in the certificate, subject to any conditions or

limitations stated in the certificate.

Trademark Act 87, 15 U.S.C. § 1057 (@mphasis added) Presumptions flowing from the
registration are for the mark as a whole and not to its individual paesSweats Fashions Inc.

v. Pannill Knitting Co, 833 F.2d 1560, 4 USPQ2d 1793, 1797 (Fed. Cir. 1987) (“The
registration affordprima facierights in the mark[sas a whole, not in any component. Thus, a
showing of descriptiveness or geisaess ofpart of a mark does not constitute an attack on the
registration.”) émphasis addg¢d Because the USPTO approvee Mark in 2008, its certificate

of registration of the mar&s a whole affords Registrantprima facie evidence of the validity of
the registered/iark and of the registration of tiMark, of Registrans ownership of theMark,

and ofRegistrant exclusive right to use of the registefddrk in commerce on or in connection
with the goods or services specified in the certificate. 15 U.S.C. § 1057(b).

10. As the Boardreadily notes,Registranits registered Mrk is notjust the term
COLORWORX the Mark is comprised aboth the termCOLORWORXand a design element.
SeeConsolidated Order, pg. 5. Petitioner’s claims under Counts 1 through 3, inclusive, fail on
the same grounds in that each Count fails to address the COLORWORX term in @omjunct
with the design element of thedvk. Such claims are unavailable where “it is clear that the

mark is composed of a design element and is not gea®d whole.” SeeMontecash LLC v.

Anzar Enters. In¢.95 USPQ 2d 1060, 1068 (TTAB 2010) (“A claim that the mark is or has
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become ‘.. the generic name for the goods or services, or a portion theteisf a. ground
unavailable to petitioner in thiase. It is clear that respondent’s mark, composed of a design
element combined with [the identifying term], is not generic as a whole. [Therefore,
Petitioner’s claim fails where it] only asserts that a portion of the mark . . . is a generic
term.”) (emphasis added In Montecash LLCthe petitioner challenged a validly registered
mark of less than five years on the grounds that only a specific portion of tkeanéaining the
term “MONTEPIO” was a generic terml TAB concluded, however, that the petiter’s claim
that the mark “is or has become ‘. . . the generic name for the goods or servaegsroon
thereof . . .”” was unavailable in the case at bar because the petitioner faileertotlzat the
mark,in its entirety was a generic ternSee id.

11. Like the petitioner inMontecash LLC the entirety ofPetitioneis claims
contained within his Second Amended Petition to Cancel feclety and erroneouskyn claims
pertaining tothe termCOLORWORX absent any mentioning of the attached graphigrdas
conjunction with the term COLORWORX See dl.; and Poc. #18 {1 5-13]. Consequently,
Petitioner’'sclaims in Counts -B all fail to state a claim upon which relief can be granted,
thereby warranting dismissal of these claims uf@elR.Civ.P. 2(b)(6). Trademark Act 87, 15
U.S.C. § 1057(b)and Sweats Fashions Inet USPQ2d 1793, 1797.

12. For example,jn Petitioner's Count, while the Boardcould possibly construe
some of Petitioner’s factual pleadings with respect to the @@hORWORX as sufficietly
plausible, Petitioner fails to demonstrate the same with respect to the desigrt alelusively.
See[Doc. #18,915-8]. Each time Petitioner actually mentioRggistrant design element,
Petitioner simply recites the elements of a cause afratbi substantiate his claimSee dl. 110

(“Registrant is not entitled to exclusive use of the term ‘Glanx’ and the design element),
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1 12 (“Registrant’s design element is not an original creation and minor variatiereot are
used by other traders in the printing industryf’L5 (“The general public would not understand
or believe that printing services offered in connection with the term ‘ColorWatktlze design
element refers to Registrant.Y),16 (“Registrant’s design element, and minor variations thereof,
are generic in the printing industry and do not distinguish Registrant’s sefutce those of
other traders.”),J 21 (“If Registrant is allowed to continue to maintain its registration for
COLORWORX and the design element, Regidtnaould be able to continue to improperly
obstruct Petitioner's and other third parties’ generic use of the term tgoltis’ and the design
element.”) and{ 22 (“Because the term ‘COLORWORX’ and the design element are incapable
of serving as an indicat@f source as applied to Ennis’ services, Registrant’s U.S. Registration
No. 3,372,884hould be cancelled in the absence of a disclaimer of that portion.”). Likewise,
Petitioner again repeats this fatal emoth his claims in Countl, paragraph4, 25, 2734 and
Countlll, paragraph86, 39, 40, 43See dl. 118-13.

13.  Petitioner elects to ignord TAB’s Order and focuses the ergity of his
arguments in Counts-lll on only a portion of Registraist Mark. This focus includes
completely changing the termCOLORWORX in Registrants Mark into derivatives and
renditions of the ternm a wek attemptto supporthis claims. For example, Petitioner states that
“[Ennis] is not entitled to exclusive use of the term ‘ColorWorx’ or ‘Color WorkSge dl.  10.
Ennis’ mark is comprised of the tern€blorWorx”—i.e., no spaces between the words “Color”
or “Worx” and substitutes an “x” for the “ks” in the word “Works”. Clearly, RegrgtsaMark
never intended tase the words “Color” or “Works” separately, rdid Registranintend to use
a correct English spelling of the word “works.” Petitioner’'s analysimin, fails to establish

how the termCOLORWORX—an intentionally misspelled term formed framo completely
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separate wordsis generic, merely descriptivand incapable of functioning as a trademark as
applied toRegistrants goods andservices. In fact, Petitioner’s inability tiscusshis claims
without separating the terms “Color” and “Wdrby changing the mark’s spelling to “Works

or simply statng a legal conclusion without support that “ColorWorx” is generic and merely
descriptive of products or services dubbed “works of cotmrhpletely contravenes Petitioner’s
claims thatRegistrants Mark is generic, merely descriptive, and incapable oftfaning as a
trademark as applied tRegistrants goods andservices. Petitioner offers ngleaded fact®f
vendors or intended purchaserghin the United Stategrinting service industryvho actually
usetheterm COLORWORX*

14. Beyond conclusory stateants and a mere recitations of the elements to initiate a
Petition to Cancel a validly registered mark in its entirett,once does Petitioner demonstrate
how Registrans registeredMark, which comprises the term “COLORWORXhd a design
element, is generic, merely descriptive, and incapable of functioningadeantirk as applied to
Registrants goods andervices. SeeTwombly 550 U.S. at 5557 and[Doc. #18,115-13]. As
a result,the Boardmust dismiss Petitioner’'s claims in CountCountll, ard Countlll of

Petitioner's Second Amended Petition to Cancel.

! Notably, Petitioner alleges in a separate section of its complaint, Cothe éxistencef another United States
company at the time of Ennis’ original application that offered identicatipgirservices to that of Ennis. What
Petitioner fails to realizegnd what Ennis requests the Bo#alle judicial notice ofis the fact that the compwgito
which Petitioner refers is a Canadiaased company, offering similar services to that of Ennis in thediam
market. The web address “www.colorworx.ca” bears the domain name “.c&h wh given toCanadian
companiesnot Californiabasedcompanés as Petitioner so alleges in Count 4. While the actual website Petitioner
mentions does not specifically state the company’s exact geographicaidpeatiursory search of the company and
its CEO, Shawn Barrett’s, Linkedin webpage quickly dispels ration that the Canadian Colorworx competes
directly with Ennis’ business in the United States. [8g&//ca.linkedin.com/pub/shawrarrett/51/572/514
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B. Petitioner’'s Petition to Cancel Should be Dismissewith Regard to Count IV
Because tle Petition Fails to State with Rrticularity Facts and Circumstances
Constituting Fraud by Ennis and Ennis’ Legal Counsel

15.  Petitioneis claims for fraud in Count I\fDoc. #18, 113-87] likewise, fail to

state a claim upon which relief may be granted #meteforg should be dismissed. With respect
to Petitioner’s allegations of fraud, the Federal RuleBrotedure impose a heightened plegdin
standard for such allegationSeeFed.RCiv.P. 9(b);andIn re Bose Corp.580 F.3d 1240, 1243
(Fed. Cir. 2009) (“A party seeking cancellation of a trademark regatrdtr fraudulent
procurement bears a heavy burden of proofPgtitionermuststate, with particularityspecific
factsand circumstanseconstituting fraudy clear and convincing evidence which, if proven,
would establish thatl) there was in fact another use of the same or a confusingly smatar
atthe time the oath was signg@) theanotheruser had legal rights superiorEonis’; (3) Ennis
knew that the other user had rights in the mark superi@ntos’, and either believed that a
likelihood of confusion would result frofannis’ use @ its mark or had no reasonable basis for
believing otherwise; and thé) Ennis in failing to disclose these facts to the U.S. Patent and
Trademark OfficeEnnisintended to procure a registration to which it was not entitikin re
Bose Corp.580F.3d at 1243Qualcomm Inc. v. FLO Corp93 USPQ2d 1768, 1770 (TTAB
201); Consolidated Ordeff6-7; and Fed.R.CivP. 9(b). Because intent is a required element
to be pleaded for a claim of fraud, allegations that a party made material represgations of
fact that it “knew or should have known” were false or misleading are insuicient. Seeln

re Bose 580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir. 2qf&jersing and remanding TTAB
finding of fraud “[b]ecause there is no substantial evidence that [Registrifled to deceive
the PTO”) To the extent Petitioner intends to set forth a claimRegistrantand Registrant

legal counsetommitted fraud by making false averments in the declaranonoath in support
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of its involved applicationall suchclaims arelegally insufficient. SeeQualcomm Ing. 93
USPQ2d at 1770.
(2) Petitioner’s Allegations of Fraud in Sections 1V(A)1-24 Should be
Dismissed for Failure to Proffer Evidence of Fraudulent Conduct
Pertaining to Ennis’ Procurement of its Registration of the Mark as a
Whole
16. As mentionedsupra 15 U.S.C. 8§ 1057(b) precludapportionedallegations of
fraud in registeringRegistrant'sMark, i.e., ‘Alleged Fraud with respect to [Ennis’] design
element [Doc. #18, SectionV(A)1-5, 11 80114] and Alleged Fraud with respect to the word
COLORWORX [Doc. #18, SectionV(A)6-24, 1Y 11812]. Because the USPTO approved
Registrant’sapplication of theMark in 2008, its certificate of registration of the mark affords
Ennis prima facieevidence of the validjt of theregistered mark and of the registration of the
mark, of Ennis’ ownership of the mark, and of Ennis’ exclusive right to use of the redister
mark in commerce on or in connection with the goods or services specified in theatertifi
with respectio theentire mark(i.e., the termCOLORWORXand the design elementpeel5
U.S.C. 8 1057(b). Petitioner's claims in Sections IVARW[Doc. #18]all possess the same
fatal flaw as Petitioner's aforementioned allegations, in that Petitioner failsstwusgd its
allegations of fraud with respect Registrant'sMark as a whole. SeeSweats Fashions Inc. v.
Pannill Knitting Co, 833 F.2d 1560, 4 USPQ2d 1793, 1797 (Fed. Cir. 1%28#)alsdl5 U.S.C.
§ 1064(3) (cause of action only available if the regi&in of the entire registered mark “was
obtained fraudulently”).
17. Registrant’'s Mk, againjs comprised of both the ter@OLORWORXand the

desgn element. Neither the ter@OLORWORXnor the design element operate independently

of the other inRegistratis Mark. For Petitioner to suggest the Boardthat one operates
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independently of the other, or that one element was procured independently of the other,
completely ignorefRegistrant’s valid registration of thedvk as a whole.

18. Not once hafegistrah represented to Petitioner or the USPTO that it desires to
register or has registerednarks specifically and individuallyfor the red and graycrosshair
design elemenwithout the wordCOLORWORXas a whole.Petitioner’s allegations inegtions
IV(A)1-5 [Doc. #18]appear to be the result of an Internet search for any and alhawsike
designs, to which Petitioner then attempts to proffetheo Boardvague similarities of each
design. For example, Petitioner’s fiesstampleof Registrant’s alleg®fraudulent procurement
of the cross-hair design element likddesgistrant’'s design element to that of Xerox. Registrant’s

design element looks like this:

ﬁi—{:‘ WO R X

Xerox’s design looks like thfs

Xerox G)

While both designs may possess similarities in that they iconbular objects with an X
shaped overlay, Ennis’ and Xerox’s marks both contain completely differéten terms paired
with the design elemeifé.g., Xerox’s mark has the term “XEROX” in the mark and Ennis’ mark
contains the term COLORWORX in the mark) Petitioner repeats this flawed analysis
throughout the entirety of paragraphs 80-114. [Doc. #180114].

19. Likewise, Registranthas neverepresented to Petitioner or the USPTO that it

desires to registeor has registerednarksspecifically anl individually for the terms “Color”,

2 http://www.xerox.com/
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“Works”, “Color Works”, “Works of Color”,“Colorworks”, or any other variation of the term
beyond that for whichRegistrant possesss a valid registration, i.e.COLORWORX
Petitioner’'s analysis is replete with refeces to other United States and foreigmpanies
merely using a phonetigariation of the term “Color Works”, yet fails to proffer factual
statements regarding any United Statespanies using the neologiSBOLORWORX as one
single word with no spaces and the letter “x” substituted for the “ks” at the elnel t&frin.

20. Inparagraph 122, [Doc. #18, 1 12Petitioner refers to a United States company,
Creative Hairdresser’s, Inc., which allegedly applied for registratf the term “Colorworx” in
1998. Id. 1 122. Not only does Petitioner readily admit in its Petition siah application
pertainedo different goods and serviceseeld. 122, n.2, but a simple search on the USPTO
website’s Trademark Electronic Search System (“TESS”) reveals thah@inkswas abandoned
on June 29, 2000 and has not been renewed since that date.See
http://tess2.uspto.gov/bin/showfield?f=doc&state=4006:3e1l57.2.1.General trademarking
principals maintain that once a mark has been abandoned, the mark returns to the pubilic domai
and may be appropriated for ulg other actors in the marketplace in accordance with basic
rules of trademark priority.Seel5 U.S.C. 8§ 1115(b)(2)TC Ltd. v. Punchgini, In¢.482 F.3d
135, 147 (2d Cir. 2007).0Once Creative Hairdresserlsc. abandoned its mark in the year 2000,
nearly eight(8) years beforedhe USPTO issued a registration for thark] Registrantand all
otherpersons and entities seeking to use such wak were free to use the term “Colorworx”
in commerce on or in corection with their goods or services.

21. Consequentlybecause Petitioner fails to allege particular factCount IV,
Sections 1IV(A)124 [Doc. #18,  80212], with respect toRegistrant'sMark as a whole,

Petitioner’s claims in these secticstsould be disissed in their entirety.
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(2) Petitioner’s Allegations of Fraud in Sections 1V(A)25-30 Fail to Plead
Allegations that Ennis “Knew or Should Have Known” of
Phonetically Smilar Marks or Confusingly Similar Marks in the U.S.

22.  NotwithstandingPetitioner’s nability to discusRegistrant’'sMark in its entirety
for the first45 pages of Isi Petition to Cancel, Petitioner’s allegations in Sections V(825
[Doc. #18]all fail to rise beyond a level demonstratihgt Registranin some manner “knew or
should have known” of phonetically similarunregisteredmarks when procuring itsown
registration.

23. In Section IV(a)25, Petitioner erroneously refers to an alleged “Califdrnia
printing companyikewise bearing the name “ColorWorx” as proof that such companggssed
rights superior tdRegistrantfor the mark “ColorWorxat the time ofRegistrant’sapplication
Seg[Doc. #18,11 21317]. Despite Petitioner’'s continued repetition of its fatal mistakes to only
mention the use of the term “ColorWorx” in thesegmmaphs gee supra Sections |, 1I(A)),
Petitioner inaccuratelgharacterizeshis company as a United States business by calling it a
“Californian print company” without offering any proof that this company has @urrently
doing business in the UndeStates or even has offices in the United Statese dl. I 215.
Registrant assumes Petitiorases thisllegationuponits erroneousnterpretation thatheweb
address Www.colorworx.cd and thedomain name‘.ca” in some way demonstrates that the
company is Californiebased. See d. 1 214. However,the domain name “.ca” is given to
Canadiarbased businesses. See “ccTLDs”, “C”,
http://support.godaddy.com/help/article/4511/glossariletsf- Additionally, Petitioner fails to
proffer any evidence thathis Canadiaitbased company currently possesses or has ever

possessed a registergaited Stategnark with the term “ColorWorx’and the included design
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element. Thus, the reference is irrelevant to the causes of action Petihas presented to
TTAB.

24. In Sections 1IV(A)2630, paragraphs 218-3®oc. #18], Petitioner erroneously
attacksRegistrant’sprevious legal counsel, Mr. Conrad C. Pitts and Mr. Sean L. Collins, and
Registrant itself, on the basis that each signed the declaration or oath attadRedistrant’s
applicationfor the Markdespite thdalseallegation that each knew or should have knoidhof
another entity’s use dahe same or a confusingly similar portion of the m#&#, of another
entity’s legal rights superior tRegistrant’srights, @) that each believed that a likelihood of
confusion would result fronRegistrant'suse of the Mark or had no reasonable basis for
believing otherwise, an@¥) that each failed to disclose these facts to the USPTO during the
process of procuringRegstrant's Mark. See[Doc. #18, Sections IV(A)2630, 1 21833].
Petitioner, however, fails to mention any particular facts, beyond mere corgchllemations,
demonstrating any actual or constructive knowledge held by Mr. Pitts, Mm€ @r Registran
of another entity’s use and rights to suvolrks, along with particular facts demonstrating an
intent by Mr. Pitts, Mr. Collins, odRegistrant’so fraudulently procur®egistrant’'sMark. Seeln
re Bose 580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir. 20@B¢gations that a party made
material representations of fact that it “knew or should have known” were falssleadng are
legally insufficient for claims brought under 15 U.S.C. § 1064(3)).

25. Consequently, because Petitioner fails tegs particularfacts in Count IV
Sections IV(A)2530, with respect t&RegistrantandRegistrant’'degal counsel demonstrating an
intent to commit fraud in procuring its applicatiand maintaining its registration, Petitioner’s

claims in these sections should be dis®dsin their entiretySegDoc. #1811 21333].
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3) Petitioner’s Allegations of Fraud in Sections IVB)1-23 Failto Proffer
Evidence ofFraudulent Conduct Pertaining to Ennis’ Procurement of
its Registration of the Mark as a Whole andFail to Plead Allegations
that Ennis “Knew or Should Have Known” of Phonetically Smilar
Marks or Confusingly Similar Marks in the U.S.

26. In order to spar¢he Boardan unnecessary repetition Registrant’sreasons for
dismissal, Registrantincorporates the aforementioned @as for dismissal of the claims
contained within Sections 1V(B)23, paragraphs 23370, [Doc. #1§. Each of Petitioner’s
claims, with respect t®Registrantand Registrant’scurrent legal counsel, including Mr. Edwin
Flores, Mr. Scott Meyer, and Mr. Tonacks, fails to plead particularized facts demonstrating
any intent tdraudulentlyprocure and/or maintaiRegistrant’segistration of itdMark. Seeln re
Bose 580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir. 2009) (allegations that a party made material
repreentations of fact that it “knew or should have known” were false or misleadinggaiby le
insufficient for claims brought under 15 U.S.C. § 1064(3)). Likewissjtioner's claims in
Sections 1V(B)15 [Doc. #18] all possess the same fatal flaw as Petéits aforementioned
allegations, in that Petitioner fails to discuss its allegations of fraud withctesifeegistrant’s
Mark as a whole. SeeSweats Fashions Inc. v. Pannill Knitting €833 F.2d 1560, 4 USPQ2d
1793, 1797 (Fed. Cir. 1987ee alsal5U.S.C. § 1064(3) (cause of action only available if the
registration of the entire registered mark “was obtained fraudulently&titioner’s claims in
Sections 1V(B)623 appear to demonstrate nothing more than Petitioner’s dissatisfaction with the
TTAB litigation discovery process, continued erroneous references to the Cebaskal
company using the term “ColorWorx”, references to other phonetic variatiortse gbhrase

“Color Works”, belittlement oRegistrant’'sand Registrant’scounsel for its alleged inability to

conduct “simple” Google searches witthe competence of an eigigarold child;” unfoundel
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factual assertions accompaniggmere conclusory allegations, and multiple spelling errSee
[Doc. #18,Sections IV(B)623, 1 258-370].

27. Consegently, because Petitioner fails to allege particular fact€ount 1V,
Sections V(B)123, with respect toRegistrant's Mark as a whole or particularized facts
demonstrating an intent bRegistrantand Registrant'slegal counsel to commit fraud in
procuing its applicationand maintaining its registration, Petitioner's claims in these sections
shouldbe dismissed in their entiretysegDoc. #18,11 234370].

C. Petitioner’s Petition to Cancel Should be Dismissed Becaubes 89Page Petition
Violates FRCP &a)(2) and (d)(1)

26. Despitethe Board’'srepeated advice to Petitioner to seek local counsel more
familiar with the United States trademark litigation and TTAB rules and regulaketipner’s
continued insistence on representing this maitersehas It not only this Court, buRegistrant
and Registrant’slegal counsel, as well, with an 89 page pleading vieéatf Federal Rule of
Civil Procedure 8(a)(2) and (d)(1). Rulegpressly states, in relevant part:

(a) Claim for Relief. A pleading that states a claim for relief must contain:

(2) ashort and plain statement of tkaim showing that the pleader is entitled to

relief . . .

(d) Pleading to Be Concise and Direct; Alternative Statements; Inconsistency.
(1) In General. Each allegation mustdiaple, concise, and direct

Fed.R.Civ.P. 8(a)(2) an¢(l)(1) Emphasis addgdsee alsoAshcroft v. Igbal 556 U.S. 662
(2009) (petitioner must include the elements of each claim singple concise and direct
manner and must state claims to relief that areidhy “plausible”). When a complaint fails to
comply with the requirements of FRCP 8, the court has the power, on mosoia sponteto
dismiss the complaint or to strike such parts as are redundant or immagsehimmons v.

Abruzzo 49 F.3d 83, 86-87 (2d Cir. 1995).
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27. Petitioner's 89page Second Amended Petition to Cancel is unquestionably
comprisedin large majority of barebone legal conclusions, incoherent and sporadic thoughts,
and unfounded factual assertiong=or example, drawingi TAB’s attention specifically to
“Count |,” paragraphs 22 [Doc. #1§, this entire section is completely devoid of any factual
statements to support Petitioner’s claims for “genericnedsstead, Petitioner alleges its own
opinions (e.g., in [Doc. #18], 11, “The term ‘color works’ obviously refers to works of color”),
or Petitioner refergvithout specificity to the alleged findings of his oWaliscovery procedures
SegDoc. #18, 1 14]. Nothing about Petitioner’s allegations could be construed to rigethbov
level of mere geculation, let alone meet the plausibistandard imposed by the Supreme Court
in Twomblyandigbal.

28. Likewise, the majority of Petitioner’'s “claimsippear to besither excessively
redundant or just conhgtely immaterial to the aimscopied and pasted from another section
within his complaint. Drawingthe Board’s attention to Petibner's Count 1V(A)130,
Petitioner’s claims are nothing more tha4h pages of repeated copying and pasting of various
companies that Petitioner allege some form or fashion shamall characteristics in common
with portions of Registrants Mark. Petitioner carries on this same process of pleading its
allegations throughout the entirety of 89 page Petition, which causes great confusion to
anyonetrying to ascertain Petitioner’s claims, much let proypdepernotice toRegistranof the
claims brought against it in the Petition.

29. While Registrantand its legal counsel understand that Petitioner's lack of
organization, research, and familiarity withe United States trademark litigation process
combined with his continued refusal to heed the Board’s instrucéiod®etitioner’'srepeated

unprofessional conduct directed at Registrant’s prior and cuwoemtsel alone, do not provide
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the basis for ganting a Motion to Dismiss, th#aimscontainedn Petitioner's Second Amended
Petitioner to Canceln no way conform tothe “short and plain statement of the claim”
requirement ofFRCP 8(a)(2) nor the“simple, concise, and dirécallegation requiremenof
(d)(2). As such, Petitioner’s Petition to Cancel should be dismissed in its entirety.
D. Petitioner’'s Petition to Cancel Should be Dismisseavith Regard to Count |
Because the Petition Fails to Plead Plausibkeacts Supportingthe Claim that the
Mark is Generic

30. With respect @ Petitioner’'s claims in Count |, paragraph£2 [Doc. #1§,
Petitioner fails to allege facts plausibly demonstrating Reygistrant'sMark, as a whole, is
merely generic and warrants cancellation under 15 U.S.C. § 1064R&gitrant readily
concedes that petition to cancel may be filed against a registered trademark holder ‘tahany
if the registered mark becomes the generic name for the goods or serviegmroon thereof,
for which it is reistered..” 15 U.S.C. § 1064). No part d Petitioner’s claims in Count |
however, sufficiently demonstrate, much less allege, Ragistrant'sMark as a whole is
generic.

31. The test for genericne$scuses upothe “primary significance of the mark to the
relevant public.”Colt Defenise LLC v. Bushmaster Firearms, In486 F.3d 701, 709 (1st Cir.
2007) To satisfy this requiremen®etitioner must plead facts to demonstrate that not only does
a mark no longeronly and exclusively indicate the producer (the “source”), bobre
importantly, that suchmark nowserves a dual functioa-that of identifying a product while at
the same time indicating its sourc8ee Genesee Brewing Co. v. Stroh Brewing T F.3d
137, 144 (2d Cir. 1997)But amark is not generic merely because it sasesignificance to the
public as an indication of the nature or class of an artatleRather, in order to become generic,

the principal significance of the work must be its indication of the nature or class of ararticl
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rather than an indication afs origin. Id. Only when the relevant pubtkei.e., the actual or
potential purchasers of the particular goods or services in the marketgaases to identify a
trademark with a particular source of a product or seackinstead identifies the mde with a
class of products or services regardless of sodamesthat mark become generic and is lost as
an enforceable trademarld.

32. Examples of generic marks thave or would possiblgatisfy the test under 15
U.S.C. 8§ 1064(3) would bé€i) “Aspirin,” originally a trademark of Bayer AG; ¢2) “Yo-yo,”
originally a trademark of Duncan Y6o Company; or(3) “Zipper,” originally a trademark of
B.F. Goodrich. The relevant pubhleho would purchase aspirin (e.g., individuals suffering from
pain and infammation) identiesanaspirin as asmall, overthe-counter pill used to decrease the
effects of pain and inflammatieanot the onceregistered trademark of Bayer AGhe relevant
public who would purchaseoyyo’s (e.g., children) ideniégs ayo-yo asa small, plastic toy with
an axle connected to two disks that spins from a string when dropped from the palm of one’s
hand—not the onceegistered mark of Duncan Yo Company. The relevant public who
would purchase zippers (e.g., individuals purchasingstef clothing) identies a zipper as the
commonly used, toothke fastener used for temporarily joining the edges of fabnot the
once registered mark of B.F. Goodrich.

33.  Petitioner, on the other hand, fails to allege any facts supporting a claim for
genericness to warrant a dismissal under 15 U.S.C. 8§ 1064(3). Instead, Petiticyes tike
results of his own searches “on the google.com search engine” using the wordWodtsi—a
completely distinguishable variation Blegistrants phraseCOLORWORXto proffer evidence

of genericness. The fact that Petitioner fails to even insert the exact phrasthgnus
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Registrant’'sMark demonstrates Petitioner’s failure to demonstrate, let alone allege,cevfen
genericness.

34. Likewise, Petitioner's claims faunder the test fronGenesee Brewing Cdo
allege the properelevant public to whom th#&lark has becom generic. Instead, Petitioner
mistakenly, and fatally to his own claims, proffers a blanket conclusion derived feoowhi
suppositions that the “general public would not understand or believe that printing services
offered in connection with the term ‘ColorWorghd the design element refers to Registrant.”
See[Doc. #18, Y15]. Overlooking the obvious fact that these allegatiemsl absolutely no
support to a claim for genericness but, rather, daltler claims for indistinguishability, Petitioner
fails to correctly allege the propeelevant public whamight believe Registrant’'s Mirk to be
generic in the intended market.

35.  Finally, Petitioner continually attempts to confue Boardwith completely
distinguishable variations of the phrase used in Registrant’'s MRégistrant’s Mirk contains
the phras€€ OLORWORX—not “Color Works” [Doc. #181110, 11, 14, 17, 18, 19, and 20], or
separate wordscblor” and “works” [Doc. #1811 11, 12, 13, 17, 18, 19, and 20]. Following
Petitioner's argument, one could presume that the mark of the legal database AWEST
should be cancelled because the words “west” and “law” are individually gémens. Thedct
that Petitioner attempts tbide the ball fromthe Boardby including, in its allegations,
completely distinct variations of the phrase portiofRefjistrant’s Mirk without mentioning the
correct spelling and construction of that phrase demonstratiéi®ri®e’s inability to support a
claim for genericness. Consequently, Petitioner’'s claims under Count dragara 922 [Doc.
#18], should be dismissed.

36.
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PRAYER
WHEREFORE,PREMISES CONSIDEREDREegistrant prays thadetitioner'sSecond
AmendedPetitionto Cancebe dismissed with prejudi@nd that Registrant be awarded all other

relief to which it is entitled, both at law and in equity

Dated August 27, 2012 Respectfully submitted,

CHALKER FLORES, LLP

By:/s/Scott A. Meyer
Scott A. Meyer
State Bar No. 24013162
Thomas G. Jacks
State Bar No. 24067681
14951 N. Dallas Parkway, Suite 400
Dallas, Texag5254
(214) 866-0001 (telephone)
(214) 866-0010 (telecopy)
smeyer@chalkerflores.com
tjacks@chalkerflores.com
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